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DETAILED ACTION 



Sequence Compliance 



1 . The instant application appears to be in sequence compliance for patent applications 
containing nucleotide sequence and/or amino acid sequence disclosures. 



Restriction Requirement 



2. Please Note: In an effort to enhance communication with our customers and reduce 
processing time, Group 1 640 is running a Fax Response Pilot for Written Restriction 

f^ e Z n ll\ < A 3ted Fax u machine is in P Iace t0 re <*ive your responses. The Fax number 
is 703-308-43 1 5. A Fax cover sheet is attached to this Office Action for your convenience We 
encourage your participation in this Pilot program. If you have any questions or suggestions 

?nT^Tn rf ? UtZe11 ' P 5' D " SuperViS ° ry Pat6nt Examiner at Paula.Hutzell@uspto.gov or 
703-308-4310^ Thank you in advance for allowing us to enhance our customer service. Please 
limit the use of this dedicated Fax number to responses to Written Restrictions. 



3. The following is noted: 



It is not readily apparent how SEQ ID NOS: 7-42, read on APEX-1, APEX-2 and APEX- 
3. In the absence of any recitation in the claims or any direction in the specification to the 
contrary, the restriction of the SEQ ID NOS: 7-42 is set forth as separate groups It 
appears that SEQ ID NOS: 7-42 posses different structure and distinct nucleic acid 
molecules, since SEQ ID NOS: 7-42 are structurally distinct, the restriction has been set 
forth Jor each as separate groups, irrespective of the format of the claims. 
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4. Restriction to one of the following inventions is required under 35 U.S.C. § 121: 

I. Claims 1-5, 15-26, 42-43 and 50, drawn to an isolated nucleotide sequences of SEQ 
ID NO: 1 encoding a polypeptide; vectors, host cells, and methods of producing the 
polypeptide, classified in Class 536, subclass 23.5; Class 435, subclasses 69 1 455 
252.3, and 320.1. 

II. Claims 6-10, 1 5-26, 42-43 and 50, drawn to an isolated nucleotide sequences of SEQ 
ID NO: 2 encoding a polypeptide; vectors, host cells, and methods of producing the 
polypeptide, classified in Class 536, subclass 23.5; Class 435, subclasses 69 1 455 
252.3, and 320.1. 

III. Claims 1 1 -26, 42-43 and 50, drawn to an isolated nucleotide sequences of SEQ ID 
NO: 3 encoding a polypeptide; vectors, host cells, and methods of producing the 
polypeptide, classified in Class 536, subclass 23.5; Class 435, subclasses 69 1 455 
252.3, and 320.1. 

IV. Claims 27-28, and 44-46, and 5 1 , drawn to a protein comprising SEQ ID NO: 4, 
fragments thereof, fragments having APEX-1 activity and soluble APEX-1 protein; 
classified in Class 530, subclasses 350. 

V. Claims 27, 29, 44-46 and 5 1 , drawn to a protein comprising SEQ ID NO: 5, fragments 
thereof, fragments having APEX-2 activity and soluble APEX-2 protein; classified in 
Class 530, subclasses 350. 

VI. Claims 30, 44-46, and 5 1 , drawn to a protein comprising SEQ ID NO: 6, fragments 
thereof, fragments having APEX-3 activity, and soluble APEX-3 protein; classified in 
Class 530, subclasses 350. 

VII. Claims 31-41 and 52, drawn to an antibody against APEX-1, antibody conjugates, and 
pharmaceutical compositions thereof; classified in Class 530, subclass 387 3 and' 
391.1; Class 424, subclass 133.1. 

VIII. Claims 31-41 and 52, drawn to an antibody against APEX-2, antibody conjugates, and 
pharmaceutical compositions thereof; classified in Class 530, subclass 387 3 and' 
391.1; Class 424, subclass 133.1. 

IX. Claims 31-41 and 52, drawn to an antibody against APEX-3, antibody conjugates, and 
pharmaceutical compositions thereof; classified in Class 530, subclass 387 3 and' 
391.1; Class 424, subclass 133.1. 

X. Claims 47-49, drawn to a method of identifying a molecule using antibody against 
APEX 1; classified in Class 435, subclass 7.1. 




Application/Control Number: 09/745,605 t» 

' Page 4 

Art Unit: 1644 



XL 



aLw 8 , 47 "? 9 ' t0 a meth0d ° f identif V in g a molecule using antibody against 
APEX-2; classified in Class 453, subclass 7. 1 . 



XII. Claims 47-49, drawn to a method of identifying a molecule using antibody against 
APEX-3; classified in Class 335, subclass 7.1. 

XIII-XLVII. Claim 50, drawn to a nucleic acid molecule having SEQ ID NOS: 7-42, classified 
in Class 536, subclass 23.5. 

5. Groups I- III, IV-VI, VII-IX and XIII-XLVII are different products. Nucleic acids 
polypeptides, and antibodies to the polypeptides differ with respect to their structures and 
physicochemical properties; therefore each product is patentably distinct. 

6. Groups I-III and IV- VI are related as process of making and product made. The inventions 
m = distinct ^f either or both of the following can be shown: (1) that the process as claimed can be 
used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case the 
product, the protein can be made using an amino acid synthesizer. 

7^ Groups VII-IX and X-XII are related as product and process of using. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
fl™^ be L USed in a mat erially different process of using that product (MPEP 
§ 806.05(h)). In the instant case the antibody of Group VII-IX can be used for affinity 
purification, in addition to the methods of treating and detecting recited. 

8. These inventions are distinct for the reasons given above. In addition, they have acquired a 
separate status in the art as shown by different classification and/or recognized divergent subject 
matter. Further, even though in some cases the classification is shared, a different field of search 
would be required based upon the structurally distinct products recited and the various methods 
of use comprising distinct method steps. Therefore restriction for examination purposes as 
indicated is proper. 
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Species Election 



9 This application contains claims directed to the following patentably distinct species of the 
claimed Inventions I-III and VII-IX: wherein the detectable marker is- 

A) a radioisotope, 

B) a fluorescent compound, 

C) a bioluminescent compound, 

D) a chemiluminescent compound, 

E) a metal chelator, or 

F) an enzyme. 

These species are distinct because their structures and mode of actions are different. 

Applicant is required under 35 U.S.C. § 121 to elect a single disclosed species for prosecution on 
aUowa'we daimS ^ * ***** * n ° g6neric daim is ^ held to be 

i^^^^^^ r e foiiowing patentabiy dista species ° f the 

A) brain, 

B) bone marrow, 

C) heart, 

D) kidney, 

E) liver, 

F) lung, 

G) lymph node, 

H) pancreas, 

I) placenta, 

J) skeletal muscle, 
K) thymus, 
L) blood, 
M) urine, 
N) plasma, or 
0) serum. 

These species are distinct because their structures and mode of actions are different. 

Applicant is required under 35 U.S.C. § 121 to elect a single disclosed species for prosecution on 

*iowaWe t0 ^ daimS Sha " ^ feStriCted lf n ° 8CneriC daim is heldr b e 



1 
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lLt P * *? adV ! S6d ^ 3 reSP ° nSe t0 this re q u ™nt must include an identification of the 
her" ^^17^^ thiS , rCq r ment ' md 3 ^ ° f a11 ^-ms SSe" 

3f^^^^± m T^ ,Kntiy added An argUment * at a Claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of claim, tn 
additional species which are written in dependent form or otherwise'™ ude S ^ MnS,™ of 

13. Applicant is reminded that upon the cancellation of claims to a non-elected invention th, 

™if n r^n be r ended m , compiiance with 37 cfr ia *v z?oZ 0 ~' the 

current y named inventors is no longer an inventor of at least one claim remaining in the 

m£E? Z ^T***"* ^ inventorship must be accompanied by a »q£ZL^7 CFR 
1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i). ' 4 

I 4 " f ncermn § this communication or earlier communications from the examiner 

should be directed to Maher Haddad whose telephone number is (703) 306-3472 The e^Tner 
an normally be reached Monday through Friday from 8:00 AM to 4: 0 ?M AnltTZZ 
eft on the examiner's voice mail service. If attempts to reach the examiner by tekXne 1 
unsuccessful, the examiner's supervisor, Christina Chan can be reached onOOVm-wT Aw 

"Sot i n 6 a oo re or r : latm ? *: the st r of this appiication ™ dirl 3 dothf y 

technology Center 1600 receptionist whose telephone number is (703) 308-0196. 

Papers related to this application may be submitted to Technology Center 1600 bv facsimile 

Zom^:^ 0 l 96 looZ::^ ^ ^nr™? F wi r e notice pub,ished in 

is (703) 305-3014. ^November 15, 1989). The CM1 Fax Center telephone number 

Maher Haddad, Ph.D. ^(i-UA/v^Cl WfrtFl^ 

Patent Examiner PHILLIP GAMBEL, PH.D 




